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disnovery methodology of scientists” as a comment on or eniticism of the
News Affidavit.
The following language is quoted from BV page 114, lines 23-27:

The Examiner has provided no reason for why the 1.132
Declarations of Mitzi, Tsugl, Dinger and Shaw {Brief
Attachments AH, Al, AJ, AK and AL) are not persuasive and
the Examiner has made no comment on the DST Affidavits
{Brief Attachments AM to AQ) or the declaration of Bednorz

{Brief Attachment AQ) or the Affidavit of Newns {Brief
Attachment AQ [sic,, AP]).

Appeliants’ Reply states at page 5, lines 4-5, "[tthe Exammers’
Answer is essentially verbatim copied from the Office Action dated
0712812004 and the Final Action.” Thus the Examiner's Answer adds no
new facts, decisions or augments not found in the Total Final Action.

Thus for the first ime in the prosecution of the prasent application
thars is 2 comment and criticism of the News Affidavit (Brief Attachmaent
AP} Appeliants should not re required to respond in 8 Request fro
Rehsaring to comments on, oriticisms’ of and notations of deficiencies that
have been made for the first time in the Decisions on Appeal. These
gommeants should have been made by the Examiner in prosecution and t the
extent that they are being made in the Decision on Appeal, the Board is
acting as an examingr and not i its appeliate capacity. In view there of
Appeliants request that their Request to Reopen Prosecution be granted.
Because the Board has mtroduce arguments commaents on, eriticisms of
and notations of deficiencies in the News Affidavit (Brief Altachment
AP Appellants are compelied to introduce rebutial commaents. Altachsd to
{his rehearing is a rebuttal affidavit of Dr. News. |t will be designated
ATTACHEMENT BN which s next Attachment designation after the
Altachment previously submitted with RB3.

21, Section
Dr. News Affidavit {Attachment BN}
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Paragraph 3 of Dr, Naws new affidavil states:
i my prior affidavit | commented on the USPTO response daled
October 20, 20086 {Office Action) which at page 4 regarding the
subject application cites Schuller et al "A Snapshot View of High
Temperature Superconductivity 20027 (report from workshop on
High Temperature Superconductivity held April 5-8, 200¢ in San
Oiego) which the examiner states "discusses both the practical
apphcations and theoretical mechanisms relating to
superconductivity

Paragraph 4 of Dr, News new affidavit states:
As stated in paragraph 4 of my Prior Affidavit the Examiner at
pags 4 of the Dffice Action cites page 4 of Schuller et al which
states:

"Basic research in high lemperature
suparconductivity, because the complexdy of the
materials, brings together expertise from
materials scientists, physicists and chemists,
axperimentalists and theorists.. |t is mportant 1o
materials and because of this materials sclence
issuss are crucial. Microstructures, crystallinty,
phase vanations, nonequilibrium phases, and
overall structural issues play & grucial role and can
strongly affect the physical properties of the
matarials. Moreover, #f seems that to dats there
are no clear-cwt directions for searches for new
superconducting phases, as shown by the
serendipitous discovery of superconductivity in
MgB.. Thus studies in which the nature of
chemical bonding and how this arises in existing
superconductars may prove to be fruitful. Of
course, "enlightanad” empirical searchas either
guided by chemical and materials intuition or
systematic searches using well-defined strategiss
may prove to be fruitful. it is interssting to note
that while empincal ssarches in the oxides gave
rise {0 many superconducting systems, similar
{probable?} searches after the discovery of

Appeaal No. 2008-00332 Page 62 of 120 Senal No.. 08/479.810



superconductivity in MgB: have not uncovered
any new superconductors.”

Paragraph 5 of Dr, News new affidavil states:
As stated in paragraph S of my Prior Affidavit the Examiner at
pages 4 -5 of the Office Action cites pages 5- 6 of Schuller et &l
which state:

“The theory of high temperature
superconductivily has proven to be elusive to
date. This is probably as much caused by the
fact that in these complex materials # is vary
hard to establish uniquely even the sxperimentat
phenomenclogy, as well as by the evolution of
many competing models, which seam o
address only particular aspects of the problem.
The Indian story of the blind men trying {o
characierize the main properties of an
elephant by touching various parts of ils body
seems 10 be particularly relevant. it 18 not even
clear whether there is a single theory of
superconductivity or whether VATOUS
mechanisms are possible. Thus i is impossible
to summarize, or even give a complete general
overview of all theories of superconductivity and
because of this, this report will be very limited in
its theoretical scope”

Pacagraph & of Dr, News new affidavi slales
As stated in paragraph 6 of my Prior Affidavit the Examiner at
page 5 of the Office Action cites page 7 of Schuller st al which

states:
"Thus far, the existence of, a totally new supsrconducior
has proven impossible o pradict from first principles.
Therefore their discovery has been based largely on
smpirical approaches, intuition, and. even serendipity.
This unpredictability is at the root of the excitement that
the condensed matier community displays at the
discovery of a new material that is superconducting at
high temperature”
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Paragraph 7 of Dr. News new affidavit stales:
My Prior Affidavit was submitted {o clarify what 1s meant by
predictability in theoretical solid stale science and o comment on
the passages quotad above in paragraphs 4, S and 6.

Pacagraph 8 of Dr, News new affidavi stalss
Fam submitting this affidavit to commaent on centain remarks made
in the Decision on Appeal of the Board of Patent Appeals and
interferences of the United States Patent and Trademark Office
{Board's Decision) datad 08/17/2000

Pacagraph 8 of Dr, News new affidavd stalss:
Apparently motivated by my Prior Affidavit and the arguments
made by the patent applicants base on my Prior Affidavit the
Board's Decision makes the following comments at page 10 in
regards to a paragraph from page 7 of tha Schuller article {quotad
above in paragraph G}

As suppuart for the finding of unpredictability in the high
temperalure superconductor art, the Examiner reliss on
the Schuller article "A Snapshot View of High-
Temperature Supsrconductivity 2002, which discloses:
Thus far, the existence of a totally new

superconductor has proven impossible to pradict

from first principles. Therefore, their discovery has

been based on largely on empirical approaches,
ntustion, and sven serendiypty. This

unpredictability is at the root of the excitement that

the condensed matter community displays at the
discovery of a new material that is

supsrconducting at high temperature (Schufler 7).

Paragraph 10 of Dr, News new affidavit stales:

"Boards’ Decision page 26, lines 15-19, states
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Appeliants urge that thewr predictabiity position is
supported by Schuller's reference to new
supsrconductor discoveries as based largely on
ampirical approaches, intultion, and serendipity
since these bases are typically used by scientists
during the discovery proceass as svidenced by the
Newns affidavit (d ). However, Appeliants have
not established their proposition that prediciability
is indicated by the use of empirical approaches,
intuition, and serendipity in the research and
discovery methodology of scientists.

Paragraph 11 of Dr, Naws new affidavit states:
The first few sentences of paragraph 7 of my Prior Affidavit
states:

I am submitting this declaration to clanfy what is
meant by predictability in theoretical solid stale
science. A theory of a solid is based on
approximate mathematical formalisms to
represant these interactions, A theoretical solid
state scientist makes an assessment using
physical intuition, mathematical estimation and
experimental resuits as a guide to focus on
featuras of the complex set of interactions that
this assessment suggests are dominate [sic.,
dominant] i their effect on the physical
phenomena for which the theorist is atlempting to
develop a theory, This process resulls in whatl is
often referred to as mathematical formalism. This
formalkism is then applied to spectfic examples to
determine whether the formalism produces
compuiad resuits that agres with measured
experimental results. This process can be
considered a "theoretical experiment”

Paragraph 12 of Dr, News new affidavit states:
"The last few sentences of paragraph 9 of my Prior Affidavil state
referring as an sxample to a8 well understood theory in
samiconductons

Maraover, that a theoratical computation is a
“theoretical experiment” in the conceptual
sense [is] not diffsrent than a physical
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experimant. The theonst starting ot an a
computation, just 88 an experimentalist staring
out on an sxperiment, has an intuitive feeling
that, but does not know whether, the material
stuched will in fact be a semwconductar. As
stated above sohd siate scientists, both
theoretical and experimental, are initially
guidsd by physwal intuition basad on prior
axperimental and theoretical work. Experiment
and theory complement sach other, at times
one is shead of the other in an understanding
of a problam, but which one is ahead changes
over ime as an understanding of the physical
phenomena devealops.

These commants equatly apple 10 high To superconductivity.

Paragraph 13 of Dr, News new affidavit states:
it is my position that the Board's Decision as quoted n
my Prior Affidavit as indicated by the representative examples
from my Prior Affidavit guoted in paragraphs 11 and 12 above, |
refer the complete text of my Prior Affidavit for all the details.

Paragraph 14 of Dr, News new affidavit siales:
| disagree with the Board's Decision quoted in paragraph 10
above where if states "Appsilanis have not establishad their
proposition that predictatility is indicated by the use of empirical
approaches, ntuttion, and serendipity in the research and
discovery methodology of scientists”

Paragraph 15 of Dr, News naw affidavi stales
“Physical intuition” to an experimantal scientist is devaloped from
the axpanmental techniques and apparatus they use and the data
that they measwre. This is their "emprrical approaches.”

Paragraph 16 of Dr, News new affidavit stales
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“Physical intuition” to a theorstical scientist is developed from the
mathematical and calculation techniques they use {(which inchudes
numaerical calculations on computers), the equations they develop
and the data that they calculate. This is their empirical
approaches. Where | use empirical here as | use the tenm
“theoretical experiment” in my Prior Affidavit,

Paragraph 17 of Dr, News new affidavil stales.
Both experimental and theoretical scientists are primarily guided
by this developed “physical intuition.”

Faragraph 18 of Dr, News new affidav stales
A theoratical scientist does not make random calculghions and an
expanmantal scientist does not make random experiments. Such

a random approach would not result in uselul results,

Paragraph 19 of Dr, News new affidavit states
When a theoratical scientist chooses (o go inlo a particudar
theoretical direction or when an experimental scientist chogses o
go in a particular sxperimental direction, that direction is guided
by "physical intuiion” with a reasonable axpaciation of suncess in
carrying out the experiment or calculation and arriving at a
maasured or calculated result

Paragraph 20 of Dr, News new affidavit states
Both theoretical and experimental scientists are primarily guided
by “physical intuition” which is developed by educational fraining

and the theoretical work or experimental work that they do.

Paragraph 21 of Dr, News new affidavit states :
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When a theoretical or experimental resull s achieved, that result
is systematically explorsd to davelop a fuller thearstical or
axparimental understanding which further develops or enhances
the scientist “physical intution.”

Paragraph 22 of Dr, News new affidavit states:
Systematic exploration to a theorstical scientist may for example
include varying certain parameters used in a caloulation,
modifying approximate sguations used in the calculation or
modifying a numerical computational approach. All of this is done
with a reasonable expectation of getting successiully caloulated
rasulls,

Paragraph 23 of Dr, News new affidavit stales:
Systematic exploration {0 an experimantal scientist may for
axample include varying certain experimental conditions, e.g¢.
tfemperature, time, prassure, mix of constitutes, stc. used inan
axparimeant in fabricating samples, modifying measuremernt
apparatus o beller maasure the physical parameters, and
measuring more and different physical parameters to gat a fuller
set of measurad data | All of this done with a reasonable
axpactation of getting successfudly fabricated samples and

measured resulls.

Paragraph 24 of Dr, News new affidavit states
Furmn now 1o Schudier's use of the term "seyendipity”

Paragraph 25 of Dr, News new affidavit states:
Bath experimental and theoretinal scientist uses the term
“serendipity.” Bul, an expadmental or theoraetical observation that
they make which thay refer {o as "serendipitous” was not g
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random caloulation, a random fabirication of a sample or a random
maasurement of a sample. Both the theoretical scientist and the
axparimental scientist set out based on physical intuition | as |
have describad i above based on "physical infuition” with a
reasonable expectation of success that they would successiully
make a sampls, measure a sample, or perform a calculation. No
reasonable scientist of ordinary scientific skill in their scientific
discipline would set out on an experiment, measwement or
caiculation without a reasonable expectation of success. A
reasonable scientist of ordinary scientific skill in a scientific
discipline does not perform random and arbilrary experiments,

calcudations and measurements,

Paragraph 26 of Dr, News new affidavit siates:
The term “serendipity” 10 a reasonable scientist of ordinary
scientific skill in a scierdific dizaipline meansg that they recognize
that based on their "physical * intuition” they have chosen the
corract direction out of a possibility of many dirsctions that may
not have yielded as successiul a result,

Faragraph 27 of Dr, News naw affidavi slales
funderstand Schuller's use of the term “serendipity or
serendipitous” in this conmtext.

Paragraph 28 of Dr, News new affidavit states:
Thus whan Schuller in the section for the Schuller article quoted
n paragraph 4 above refers (o “the serendipitous discovery of
supsreonductivity in MgBz" he is using the term "serendipitous™ in
this context and with this meaning,

Paragraph 29 of Dr, News new affidavit states:
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I note that Schuller is not an author on the paper first reporting
suparconductivity in MgBy The Schuller article at page 7, first
paragraph, refers to reference 8 for the "discovery in 2001{8] of
MgB. being a superconductor See reference 8 at page 39 of the
Schuller article.  Schudier is not listed as an author

Paragraph 30 of Dr, News neaw affidavit states:
The Schuller arnticles characterization of the discovery of
superconductivity in MgBy as "serendipitous” is Schuller's
statement and not that of the discoverers | Le. the authors of the
article,

Paragraph 31 of Dr, News naw affidavd stales
The authors of the article reporting superconductivity in MgBs
may consider it a rasul! of their ntwition and systematic study
based on the work of the inventars, Bemorz and Musiler, of the
above identified patent application.

Paragraph 32 of Dr, News naw affidavi states:
As | staled in paragraph 19 of my Prior Affidavit "Sohuder refers
the discovery of MghB; citing the paper of Nagamatsu at al. Nalure
Vol 410, March 2001 in which the MgB, is reported o have a Te
of 39 K| a layerad graphite crystal structure and made from
powdsrs using known ceramic processing methods, MgB: has s
substantially simpler structure than the first samples reported on
by Bednorz and Muller.™

Paragraph 33 of Dr, News new affidavit states:
! also nate that that MgB, was made at least as sarly as 1854,
mare than 30 years prior {o Bednorz and Muelier's discovsry of
High T superconductivity, as reported in the following article:
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The Preparation and Structure of Magnesium
Boride, MgB,

Morton E. Jones and Richard E. Marsh

J.Am. Chem. Soc.; 1954; 76(5) pp 1434 - 1436;

Faragraph 34 of Dr, News new affidavit stales
| also note that MaB; s layered, which s one of the properties
that the Bednorz and Mustller patent application says is a property
of the materials that they discovered to be high Tg
supearconductors.

Paragraph 35 of Dr, News new affidavit states:
i alzo note that Mg and B are slements that are constituents of
materials know to be superconductors prior to the discovery of
Bermorz and Musller.

Pacagraph 36 of Dr, News new affidavit states:
Thus 1o the authors of the arlicle reporting superconductivity in
MgBs it may not have bean "serendipitous’ that a previously mads
material, that is layered and made of elements known {0 have
baen constituents of know superconductors, wers high To
superconductors, but that their result was consistent with their
ntuition,

Paragraph 37 of Dr, News new affidavil stales:
fwill not repeat here everything that | said in my Prior Affidavi,
but refer {o it for the details.

Paragraph 38 of Dr, News new affidavit states:
i closing 1 note that the concept of a "theory” as used in solid
state scence or other sciences in the broadest sense refars o the
‘physical intuition” that scientist has about a physical
phenomeanon based on which the scantist forms a

"phenomenaiogical understanding” which may not be amenable {o
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being put into an sasily used form for strasghtforward caloutation.
This “phenomeanalogical” understanding is pad of the "physical
infuition” that guides both the experimental and theoretical
sciantist {o pursue a particular direction in ther research. This is
{0 be contrasted with the more specighized meaning of the ferm
“theory” which | will refer to as a “formal theory” which msans
formal analytical expressions in mathamatical form based on first
principles as | described in my Prior Affidavit.  Expenmental
scientists generally do not develop or work on “formal theories”
since this requires extensiva training in the mathematical
formalisms, Theorelical scientists generally do not perform
physical experimantation since this requires extensive training in
the experimental technigues. As stated above both expernimental
and theoretical scientists use “physical intuition” and develop and
use thair owa form of “phanomenciogical theary” which is their
physical understanding of a phenomenon which guides them and
others working in the field in further research and development,
The inventors, Bednorz and Mueller, described their physical
understanding of their discovery in ther publications and patent
application and others usad it in looking for other high T¢

superconductors.

22.Section
Dr. Newns' second affidavit {attachment BN) (Naws New Affidavit)
addressed the Board's comments at BD page 27. News New Affidavit
establishes Appellants’ propasition that predictability is indicated by the use
of empirical gpproaches and intudtion in the research and discovery
methodology of scientists. Moreover, News New Affidavil clarifies what the
Schuller aricle means by "discovery . based on serendipity” in the ressarch
and discovery methodology of sciantist
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23.Section
The Board's Decision states following the stement addressed in the precgseing
saction { "Appeliants have not established thelr proposition that prediclability is
ndicated by the use of empincal approaches, intuition, and serendipdy in the
research and discovery methodology of scientists™} in the sentence bridging
pagers 27 and 28 states

Contrary to this proposition, we regard pradictability in
the context of enablement as involving a reasonable
expectation of success. See Wright, 989 F 2d at 1564
{"Whight has failed {0 establish by evidence or arguments
that .. a skilled scientist would have believed reasonably
that Wright's success with a particular strain of an avian
RNA virus could be extrapolsted with a regsonable
expeaciation of success {0 othar avian RNA viruses”™).

As stated in Appellants’ Beief and Appellant’s Replies, above i this papsy
and i the Newns Second Affidavit there is a reasonable expectation of
succass in making and tasting spacies thal come within the scope of
Appeliants’ claim for which the Board's Decision has not reversed the
Examiner's rejection This is unrebuttad. Also as stated above numsrous
legal authorily states that all species that come within the scope of a clam
doy not have o be foreseen or know in advance to satisfy enablement.
Appeliants have shown that Appeilants a skilled scientist wouldd have
believed reasonably that "{Appellants’] success with ... particular [high
materials in identifving them as having the high T property] could be
extrapolated with a reasonable expectation of success {o other [materials]”
Thus Appellants have satisfied the this statement from In re Wiigh! Thus

the Boards' Decision stating to the contrary s legal error,

24, Section
The Board's Decision siates at BD page 28, line 3 12

With respect 1o the Examiner's reliance on the "Exploring
Superconductivity” article as evidencing predictability,
Appeliants attempt to undermine this evidence via the
Bednorz affidavit of record (App. Br.. vol 5, Evidence
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Appendix, Attachment AQ) which addresses the Bednorz
quotation in this article (App. Br, vol 1, p. 209).
Significantly, the Bednorz affidavit fails to address the
article disclosure which states that "there is no accepled
theory 1o explain the high-temperature [supsreonductivity}
bahavior of thus type of compound” {"Exploring
Superconductivity”, fast para.). The absence of such a
theory supports the Examner's unpredictabildy position.

As noted above in Section 20 the Total Final Rejection and the Examiner's
Answer made no comment on the Bednorz Declaration {Attachment AQH.

Thus for the first time in the prosecution of the present application
there is & comment and criticism of the Bednorz Declaration {Attachmernt
AQY. Appellants should not re reguired o respond in a Request fro
Rehearing to comments on, oriticisms’ of and notations of deficiencies that
have been made for the first time in the Decisions on Appeal. These
comments should have been made by the Examiner in prosscution and t the
axtent that they are being made in the Dacision on Appesl, the Board s
acting as an examner and not in its appellate capacdy. in view thers of
Appeliants requast thal their Request to Reopen Prosecution be granied.
Because the Board has introduce arguments comments on, criticisms of
and netations of deficlencies in the Bednorz Declaration {(Attachment AQ}
Appeiiants are compelled to introduce rebutial comments. Altached {o this
rehearing s a rebuttal daclaration of Dr. Bednorz. I will be designated
ATTACHEMENT BO.

. The iast sentence from the Board's Decision quotad above states "[the
absence of such a theory supports the Examiner's unpradictabildy position.”
This conclusion is an error of law. As stated ghove in Inre Wands 888 F 2d
731, 742 {Fed. Cir. 1888), 8 U S P.Q.2D 1400, 1408 Judgs Newman
concurring in part, dissenting in part stated "[The inventor] must provide
sufficient data or authonty o show that his results are reasonably predictable
within the scope of the claimed generic invention, based on experiment
andfor scientific theory. ¥ Thus experiment or theaory is sufficient to establish
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prediciability. As stated above | is undisputed that the materials that come
within the scope of Appellants’ claims are note difficudt 1o synthesize and
little familiarity with the chemistry going on is required. Species within the
scope of Appellants’ claims are readily determinabla. Appellants take this to
mean predictable and to bbe consistent with Judge Newman's stalemeant,
Also as stated above numerous legal authority states that all species that
come within the scope of a claim do not have o be foresean or know in

advance 1o satisfy enablement.

25. Section
New Declaration of Bedrorz {Attachment BO)

Paragraph 3 of the Bednorz Second Declaration states:
| praviously submitted a declaration date February 2, 2008,
{Prior Declaration)

Paragraph 4 of the Bednorz Second Declaration siates:
n my Prior Declaration | responded to the USPTO response
dated Qctober 20, 2005 at page 7 which cites the following
webpage
hitp iiwww . nobelchannel comfleamingstudiv/introduction sps ?ids=2
85&sid==

Which siates
it s worth noting that there is no acceptad theory to
explain the high-temperature behavior of this type of
compound. The BCS thegry, which has proven to be a
useful tool in understanding lowertemperature materials,
does not adequately explain how the Coopsy pairs inthe
new compounds hold together al such high temperatures.
When Bednorz was askad how hgh-demperature
superconductivity works, he replied, "If { could tell vou,
many of the theorists working on the problem would be
vary suprised.”
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Paragraph 5 of the Bednorz Secand Declaration states:
Fam submitting this affidavit to comment on certain remarks made
in the Decision on Appeal of the Board of Patent Appeaals and
interferences of the United States Patent and Trademark Office
{Board's Decision) dated 08/17/2000.

Paragraph 8 of the Badnorz Second Declaration states:
The Board's Dacision states at page 27, lines 3-10, inregards to
my Prior Affidavit;
With respect to the Examiner's ralignce on the

“Exploring Superconductivity” article as svidencing
pradictability, Appellants attempt to undermine this

vol. §, Evidence Appendix, Attachment AQ) which
addresses the Badnorz quotation in this article {(App. Br,
vol. 1, p. 209}, Significantly, the Bednorz affidavit fails to
address the articls disclosure which states that "thera is
no accepted theory to explain the high-temperature
[superconductivity] behavior of this type of compound®
{"Exploring Superconductivity”, last para ). The absence
of such & theory supports the Examiner's
unprediclability position.

Paragraph 7 of the Bednorz Second Declaration states:

| raspectfully disagree that | have attempied to "undermine”
what | was reported to have said in the Exploring
Superconductivity Articls,

Paragraph 8of the Bednorz Second Declaration states

i the last paragraph of my Prior Declaration | declared that what |
stated therein was a trus statement. | reaffirm that here.

Paragraph 9 of the Bednorz Second Declaration states:
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in my Prior Declaration | explain the meaning of the statement
attributed fo ms "If | could tel] you, many of the theorists working
on the problem would be very surprised” inresponse {o a
question from the interviewer about the mecharism of High Te
supsreonductivity.

Paragraph 10 of the Bednorz Second Declaration states:

it appears from the comment in the Board's Decision quoled in

paragraph 8 above that it is not clear what the distinction i

betwaen an exparimantal sciantist and a theoretical scientist is

and how they think about the research work that they do.
Paragraph 11 of the Bednorz Second Declaration siates:

The statement atribuied to me in the Exploring Superconductivity
Article was (o my recollection made between Oclober 1887 and
Dacember 10 1887, | know & was before December 10, 1887
since that is when the Nobel Prize Award ceremony took place,
This was shortly after my co-irwentor, Alex Mueller, and | revealed
our discovery,

Paragraph 12 of the Badnorz Second Declaration states:

Since, as stated in my Prior Declaration, | am an experimental
seientist, | would not have stapped my experimental work to wark
on developing & formal mathematical theory. To do so would
have been a professional mistake. i would have required a
substantial amourd of in mathematical lechniques that existing
theoretical sclentist wers expert in. Morgover, by continuing my
axperimeantal work L was able 1o make further contributions o my

experimental work.

Paragraph 13 of the Bednorz Sscond Declaration siates:
| disagree with the Board's Decision quoted in paragraph 6 above
whare i states [slignificantly, the Bednorz affidavit fails {o

address the article disclosure which states that there is no
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accepted theory to explain the high-temperature
{superconductivity] behavior of this type of compound’ (Exploring
Superconductivity’, last para.). The absence of such a theory
suppaorts the Examiner's unprediclability position”

Paragraph 14 of the Bednorz Second Declaration states:
it is my position that the statement in the Exploring
Superconductivity Article “there is no accepled theory to explain
the high-lemperature {superconductivity] behavior of this type of
compound™ as quoted in the Board's Decision s referring fo a

formal mathematical theory.”

Paragraph 15 of the Bednorz Second Declaration states:
f expressed my physical understanding of the phenomenon that |
observed in my nitial papers and in my patant application.

Paragraph 18 of the Bednorz Second Declaration siates:
Both exparimental and theorstical scisntist work by using
“physical intuiion”.

Paragraph 16 of the Bednorz Second Declaration stales:
‘Physical inttion” to an experimental scientist is developed from
the sxpermental techniques and apparatus they use and the data
that they measure. This is their "empirical approaches.”

Paragraph 18 of the Badnorz Second Declaration states:
“‘Physical intuition” 1o a theorstical scientist is developed from the
mathematical and caicuiation techniques they use (which includes
numerical calculations on compuders}, the equations they develop
and the data that they calculate. This is their empirical

approaches. |
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Paragraph 19 of the Bednorz Second Declaration states:
Both experimental and theoretical scientists are primarily guided
by this developed "physical intuition.”

Paragraph 20 of the Bednorz Second Declaration states:
A theoretical scientist does not make random caloulations and an
experimental scientist does not make random experiments. Such

a random approach would not result in useful resulls.

Paragraph 21 of the Badnorz Second Declaration states:
When a theoratical scientist chooses 1o go into a particuiar
theoretical direction or when an sxperimeantal scientist chooses to
go in a particular sxpenmental direction, that direction is guided
by “physical intuition” with a reasonable expectation of success in
carrying out the experiment or ¢alculation and arriving at a
measured or caloulated rasult

Paragraph 22 of the Bednorz Second Declaration siates:
Both theoretical and experimental scientists are primarily guided
by “physical intuition” which is developed by educational raining

and the theoretical work or experimental work that they do.

Paragraph 23 of the Bednorz Second Declaration states:
When a theoretical or experimental result is achieved, that result
is systematically explorad o develop a fuller theorstical or
axparimental understanding which further develops or enhances
the scientist “physical intuttion.”

Paragraph 24 of the Bednorz Second Declaration states;
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Systematic exploration o a theorstical scientist may for exampls,
include varying cerlain parameters used in a caloudation,
modifying approximate sguations used in the calculation or
modifying a numerical computational approach. All of this is done
with & reasonable expectation of getting successfully calctiated

rasulls,

Paragraph 25 of the Bednorz Second Declaration states:
Systematic exploration {0 an experimantal scientist may for
axample include varying cerlain expenmental conditions, e.q.
tfemperature, time, prassure, mix of constitutes, stc. used inan
axparimeant in fabricating samples, modifying measuremernt
apparatus to beller measure the physical parameters, and
measuring more and different physical parameters to get a fuller
set of measured data | All of this done with a reasonable
aexpactation of gatting succassfully fabricated samples and

measured resulls.

Paragraph 26 of the Bednorz Second Declaration states:
in closing | note that the concept of a “theory” as used in solid
“physical intuition” that scientist has about a physical
phenomenon basad on which the scntist forms a
"phenomeanoiogical understanding” which may not be amenable (o
being put Into an easily used form for straightforward caloulation,
This "phenomenoiogical” understanding is part of the'physical
infuition” that guides both the experimental and theorstical
scientist to pursue a particular direction n their research. This is
{0 be contrasted with the more specialized meaning of the term
“theory” which | will rafer to as a formal theory” which maans

formal analylical exprassions in mathematical form based on first
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principles.  Experimental scientists generally do not develkop or
work on "formal theories” sincs this requires extensive fraining in
the mathematical formalisms. Theoretical scientists generally do
not perform physical experimentation since this requires extensive
fraining in the experimental techniques. As stated above both
expanmental and theorstical scientisls use “physical intution™ and
develop and use their own form of “phenomenological theory”
which is their physical understanding of a phenomenon which
guides them and others working in the field in further research
and development. My co-inventor, Alex Mueller, and | desoribad
owr physical understanding of our discovery in our publicgtions
and patent application and others used it as a guide in looking for

other high 1o superconductors,

28, Section
The Board's Decision states at BD page 28, ling 13 -23: states:

In summary, the Schuller article and the "Exploring
Superconductivity” article support the Examiner's position that
the high temperalure supercondustor art is unpredictable.
This posttion also is supporied by the above-noted disclosurs
in Appellants’ Specification of compounds or compaositions
which fall within the compound and composition formuiae of
the appealed claims but which nevertheless fail to exhibit high
femperaturs superconductivity. On the other hand, Appsliants’
arguments and evidence in support of thelr opposing view are
deficient for the reasons detailed earlier. Based on the record
before us, therefore, we agree with the Examiner that the ant of
high temperature superconductivity is unpredictable.

For the reasons given in Appeliants’ Brief, Appellanis’ Replies and

i the Newns Second Affidavil, the Bednorz Second Declaration the
Schutller atdicle and the "Exploring Superconductivity” article when
properly viswed from the point of view of a person of ordinary skill in that
art do not support the Examiner's position that the high temperature
supsrconductor art is unpredictable {in the palent law meaning) but
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support Appeliants’ position that the high temperature superconductor
art is detarminable . Thus the position of the Board's Decision “that the
high {emperature superconductor art s unprediciable” is an error law
and an errar of fact.,

In addition the above quoted passage from the Board's Decisen
states "[tihis position also is supported by the above-noted disclosure in
Appellants’ Specification of compounds or compositions which fall within the
compound and composition formulae of the appealed claims but which
neverthaless fail to axhibit high temperature superconductivity.” As noted
shove this statement 18 basad on an error of fact. As staled above in the
last paragraph of Section & the sections of the Examiner's Answer referred
{0 by the Board's Decision in the paragraph BD page, lines 812 quoted in
Saction & BD page1, inas 8-12 above refers to at most two materials that
are not superconductors, one of which is a previously know material that is
metatlic. Thus the Examiner's Answer doas not show that Appellant’s
Specification discloses ‘numerous compounds or compositions which fall
within the compositional definiions of the rgjacted claims’ as stated by the
Board's Decision quoted above. Appellant’s do not beliave two is numerous.

In addition the above quotad passage from the Board's Decision
states “Appellants’ argumsenis and evidence in support of their opposing
view are deficient for the reasons detafled earlier. Based on the record
before us, therefore, we agree with the Examiner that the art of high
temperature superconduchvity is unpredictable”™ For the reasons given
above Appellants disagree that thelr svidence is deficient. For the reasons
given above the statement “the art of high temperaturs superconductivity is

unpredictable” is an syror of fact and law.

27. Bection

The paragraph bridging pages 28 and 29 of the Board's Decsion states:
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This unpredictability supports a prima facie cass of non-
enablement. The scope of the claims in this subssction
also suppaorts prima facie non-enablemant. While
Appealiants’ Specification provides reasonable guidance
for the mixed fransition metal oxides discussed
previously, there s insufficient i any gudance in the
Speacification for the other materials embraced by the
claims under review as correctly indicated by the
Examiner {see Ans. 23-24). For exampie, the
Specification provides 23 pages of disclosure concerning
thase mixed transition metal oxides and thel constituent
alements {i.e., fransition metals, rare sarth and rare
sarth-like elements, and alkaline earths) but doas not
provide any disclosure at all of making high temperature
superconductors from any other specifically identified
slements. See Genentech, 108 F.3d at 1366 ("[Wihen
thare is no disclosure of any specific starting materal or
any of the conditions under which & process can be
carried oul, undue experimentalion is required"), Under
these circumstances, wa are unconvinced by Appellants’
argument that the Examiner has faled {o establish a
prima facie cass of non- enablemaeant for the clamms
discussed in this subsection.

As stated above # s Appellants position that the Board's conclusion on
unpredictabilily is an error of law and an error of fact, Thus s
Appsilants position that the conclusion in the passags quoted above that
Hihis unpredictability supports a prima facie case of non-enablement” is
arntgror of law. Thus it is also Appeliants position that the conclusion in
the passage quoted above that tihe scope of the claims in this
subsection also supports prima {acie non-anablemeant” is an error of law.
As stated throughout the prosecution of this apphication {including in BV
and RB} and in this paper there 18 no evidancs that anything more 8
neaded 1o make an test species that come within the scope of
Appsilants’ claims for which the Boards’ Decsion has not revered the
Examiner's rejections, This is urwebulied. tis also unrebutied that the
lagal suthority cited by Appeliants hold that all species that come within
the scops of Appeliants claims do not have {0 ba know i advance.

Appeaal No. 2008-00332 Page 83 of 120 Senal No.. 08/479.810



It is Appeliants position that the following statement from the passage
quoted above “{wihile Appellants’ Spacification provides reasonabla
guidance Tor the mixed transition metal oxides discussed praviously,
there is insufficient if any guidance in the Specification for the other
materials embraced by the claims under review as correctly indicated by
the Examiner (see Ans. 23-24)7 Appellants disagree. Initially the only
stement from the Examiner's Answer at 23-24 relevant 1o this comment
i “fwihat is not a ‘matter of routing experimentation’ in this complex,
unpradictable art is arriving at superconductive compositions outside the
scope of the allowable claims.” There is no evidence i the record that
workers in the field made many unsuccessful attempls at making
species with in the scope of the claims for which the board's Degision
has not reversed the Examiner's rejections. |t is undisputad that the
materials that come within the scope of Agpellants’ claims are nots
difficult to synthesize and little familiarity with the chemistry going ont is
raquired. Thus the Examiner's statement from the Exammner's Answer is
not supported by any facts and the Board's reliance on ¢ in the Board's
Dacision is an arror of law.  There is not evidence in the record that a
person of ordinary skl iny the arl has o engage in undue
axpearimantation to make and test species for the high temperature
supsrconductor property within the scope of the claim for which the
Board Decision has notl reversed the Examiner. Every one of these
claims includes within therr scope speciss made and tesied by
Appeliants and reported on in their Specification. The Category i
materials that the Board's Decision has stated are enabled includes
spacias that come within the scope of these claims  In re Wands
supports Appellants position. In re Wands states "{elnablemant is not
preciuded by the necessity for some experimeantation such as routine
sereening’ e Wands 388 F2d 731,737 {Fad L 18881 Alithatis

involved in finding species not explicitly described in Appellants’

spacification is making them by routing methods and {testing them by
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routing method ~ this is rowting screening that In re Wands stales is
sufficient to suppod anablemend. In re Wands further states

The determination of what constifutes undus experimeniation na
given case requires the applcation of & standard of
reasanableness, having due regard for the nature of the invention
and the state of the art. Ansul Co. v. Uniroyal, Inc [448 F 2d 872,
878-79; 160 USPQ 759, 762-63 (2d Cir. 1871), cert. denied, 404
.S 1018, 30 L. BEd 2¢ 666, 92 S. CL. 680 (1972)]. The testis not
merely quanidative, since a considerable amount of

specification in question provides a reasonable amount of
guidance with raspect {o the direction in which the
expenmentation should procesd

i re Wands, 888 F 2d 731, 787 (Feqg Gir, 1888}

This quote from In re Wands includes the following quotation from In e
Angstadt the slatement "{tihe test is not merely guantitative, since 8
considerable amount of experimantation is permissible, f it is merely
routing, or if the specification in question provides a reasonable amount ¢of
guidance with raspact {o the direction in which the experimentation shoudd
proceed.” (Emphasis added.) It is undisputed In the present appeal that the
experimentation o datermine other species of high Te materials within the
seope of the claims is whal was know prior 1o Appeliants’ earliest filing date
which s thus routing, Thus following /n re Wands a considerable amount of
this type of experimentation is parmissible. Appellants note that the
passage quoted above from In re Wands states that a “considarable
amount” of “routing” experimeantation or “reasonable guidance with respect
o the direction in which the experimentation should procead” is neadad {o
satisfy enablement but not both routine experimentation and reasonable
guidance 15 needed.

The paragraph quoted above from the Board's Decision slates
“Appefiants’ Specification provides reasonable guidance for the mixed
fransition metal oxides discussed previocusly, there is insulficent if any
guidance in the Specification for the other materials embraced by the claims
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under review ... For example, the Specification provides 23 pages of
disclosure concaming these mixed transition metal oxides and their
constituent elements.” As stated above these 23 pages contain species
withint the scope of the claims for which the Board's Decision had not
revared the Examiner's rejaclions. As in re Wands states guidancs of the
fype the Board's Decision appsars to stale is necessary is in fact not
necessary since the experimentation required is only routine. The stement
of the Board's Decision that ¢ is necessary is anemror of law. Hisalsoin
conflict with the many decisions {legal authority) cited in Appellants™ Brief
and Appellants’ Replies that all species do not have 1 be know in advance
and is thus an error of law,

The paragraph quoted above from the Board's Decision states in regard
{0 the 23 pages of “disclosure conceming these mixed transition metal
oxwdes and thar constituent elements {i.a, transition matals, rare earth and
rare sarih-iiks elements, and alkaling sarths) but does not provide any
digclosure gt all of making high temperature supsrconductors from any other
spacifically identified slements. See Genentach, 108 F.3d at 1366 {("[Wihen
there is no disclosure of any specific starting material or any of the
sonditions under which a process can be carried ouwt, undue
experimentation is required”). © As pointed out above in Genentech thers
was no enabled species at all that came within the scope of the claim being
reviewed for enablement. The passage quoted by the Board's Decision
from Genentach 18 drecied 10 this situation, that is there is a wial fallure {0
enable anything which came within the scope of the Genentech claim.
That is not the situgtion here. Bvery claim fro which the Board's Decision
did not reverse the Examiner’s rejection includes within s scope enabied
species {either found enabled by the Examiner or by the Board's
Decision.). The Board is applying Genenfech in a way not intended by this
decision. Therefore the manner in which the Board's Dsaision is applying
Genentech against Appellants’ clalms is legal error. What the Board's
Decision is i not explicitly, at least implicitly, stating is that even though g
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plaim, such as claim 12 {or any of the other olaims for which the Board's
Decisian did not reverse the Examiner’'s rgjection) contains what the
Board's Decision has found enabled subject mater, subject maller cutside
of that range, within this claim, is not enabled because "there s no
disclosire of any specific starling materal or any of the conditions under
which a proosss can be camed oul.” What the Board's Degision s stating
her is that all species that come within the scope of such a claims must be
kerown in advance. How else would ong know what the starting material
woiild be except f you kKnow what the species is in advance. Thisis in
canflict with the legal authority cited by Appellant that states such spacias
do not have 10 be known in advance. Enablement does not require invertors
o predict or foresee “every conceivabls and possible future embodiment of
[thelr] invention” at the lime the application is filed, as stated in Kexnord
Corp. v. Laitram Corp {(Supra). This is only one decision supporting this
proposition. Thus the application of Genetech in the Board's Decision is
legat error. In the passage quoted by the Board's Decision from Genenfech
the conclusion “undue experimentation i1s required” again applies when
there is not species that comes within the scope of the claim that is enable.
Whe Genetech is saying is f there is no speciss that is enabled that comes
within the scope of the claim under review, there is merely a concept
disclosed of what is being asserted as a "new, useful and not obvious”
nvention, but there is not disclosure of hoe 10 make and use it as required
under 38 USC 112, first paragraph.. This means that undue
experimentation s needed fo figure out an enabled embodiment which is
how 1o make and use & In confradistinction when there, other
smbadiments that are made and used in the same way are enabled if they
can be determined without undue experimentation.

Thus the conclusion in the paragraph quoted above form the Board'
Dactsion "fulnder these circumstances, we are unconvinced by Appeliants'
argument that the Examiner has failed o establish a prima facie case of
non- enablement for the claims discussed in this subsection” is an srror of
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law. The Board’s Decision does not make a prima facia cass of lack of
enablament since it does not cite any evidence that persons of ordinary skill
in the art had or have any difficulty making such species,

28.Section
The paragraph bridging pages 29 and 30 of the Board's Decsion states:

As rebuttal o a prima facie case of non-enablement,
Appellants argue that they "have shown extensive evidancs
that parsons of skill in the arl can determine species within
the scope of {the claims in this subsection] without undue
sxperimentation” (App. Br, vol. 3, p. 35; see generally App.
Br., vol 3, pts. 1-8). These arguments and svidence are
unpersuasive for two fundamental reasons. First, they do not
carry Appellants' burden of showing enablement with respect
io "the full scope of the claimed invention” as defined by the
claims undey consideration. Wright, 898 | .2d at 1661,
Second, Appellants' arguments and svidence that these
claims are enabled inappropriately rely on the knowledge
and skill of the artisan, whereas "{i}t is the Specification, not
the knowledge of one skilled in the arl, that must supply the
novel aspects of an invention in order {0 constitute adequats
anablemant”. Genentech, 108 F 3d at 1368 The following
discussion is & more detalled exposition of the deficiancies of
Appellants’ arguments and evidencs,

Appeliants disagree wih the statement that they have not carried their
"burden of showing enablement with respect to ‘the full scope of the dlaimed
invention’ as defined by the claims under conswleration.” Inihally Appellants
do not agree that the burden has shifted to them
BV1 page 102, lines 7-15 state

frt re Angstadt further states at 180 USPQ 219

We note that the PTQ has the burden of giving reasons,
supported by the racord as a whole, why the specification is
not enabling. Inre Armbruster, 512 F.2d 8676, 185 USPQ 182
{COPA1875). Showing that the disclosure entatls undue
exparimentation is part of the PTO's initial burden under
Armbruster; this court has never held that evidence of the
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necassity for any experimentation, however slight, s sufficient
o require the applicant to prove that the type and amount of
experimentation needed s not undue.

Appeliants do not balieve that the burden has shiftad {o them since the
Board's Decision has not shown that persons of ordinary skilf in the art
cannot make species that come within the full scope of the claim for which
the board has not reversed the Examiner's rgjections and Appellants are not
required 1o know in advance all species that come within the scope of their
claims, Even if the burden has shifted to Appellants, Appellants evidence
shows that persons of skill uy the art can make and test the species that
come within the scope of their claims using only what is disclosed in their
specification. Appeliants do not have to know a the time of Sling thewr
application all species that come within the scope of their clgims when they
can be datermined without undue extermination as s the cass herga,
Appellants note that in the passage quoted above the Boards’
Decision states “"Appellants’ burden of showing enablement with respect to
‘the full scope of the claimed invention’ as defined by the claims under
consideration. Wright, 899 F 2d at 15617 As stated above in in re Wiight
thers ws a single smbodiment and there was evidence that years after the
Wright application was filed there was difficulty practicing the invention,
There s no such evidence in the present application.  The full text
containing the language “the full scope of the claimed invention” is

Although not explicitly stated in section 112, HN2to be enabling,
the specification of a patent must teach those skilled in the add
how 1o make and use the full scope of the claimed invention
withowt "undue expenmentation.” Vaeck, 947 F 2d at 405, 20
USPQ2d at 1444, Wands, 858 F 2d at 736-37, 8 USPQ2d at
1404; Inre Figsher, 427 F .20 833, 839, 188 USPQ 18, 24 (CCPA
1870) (the first paragraph of section 112 requires that the scope
of protection sought in a claim bear a reasonable corralation to
the scope of enablement provided by the specification). Naothing
maore than objective enablemeant is required, and thersfore it s
irrefevant whether this teaching is provided through broad
tarminology or dlustrative examples. In re Marzocohy, 432 F.2d
220, 223, 168 USPQ 367, 389 (CCPA 1971}
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e VWrinhd, QUQ F 21887 1881 (Fed Cir 18384

As stated many times species can be mads and tested by known meathods |
Thus anly routing scresning is involved and thus there is not undue
experimentation involved. to practice the full scope of the claimed invention
Appeliants have used objective enablement based on “broad ferminoiogy o
iHustrative examples.” “[njothing more... 18 required’

Appeliants disagree with this statement from the passage quoted
above that

Appeliants’ arguments and svidence that these claims ars
enabled inappropriately rely on the knowledge and skill of the
artisan, whersas "{i}t is the Specification, not the knowledgs of
one skilled in the arl, thal must supply the novel aspects of an
nvention in order (o constitule adegquate enablement”.
Genentech, 108 F 3d at 1368,

Appeliants disagree that they rely for enablement on “the knowledge and
skill of the artisan,” Appellants’ Specification teach method of making and
testing species. it is unrebutted that those methods can be used to make a
test species that come within the scope of the claims for which the Board's
Decision had not reverse the Examiner's rejection and wherain the
superconducting element falls cutside of the Category i Matedals. Thus
Appeliants’ are relying on the knowledge of the skill if the art as suggested
by the Board's Decision. The Board's Decigion relies on this stement from
Genetech "{ill is the Specification, not the knowledge of one skilled in the
art, that must supply the novel aspects of an invention i order to constitule
adenuate enablement”.  As siated shove this applies o the situation whers
there s no enabled species that comes within the scope of the claim undsy
review. That is, a patent application cannot be directed to a "novel’
cancept only relying on persons of skill in the art knowing how o implement
the “novel” concept of the claimed invention. That is not the case for the

claims under appeal in the present application. As stated above svery
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claim under appeal include within thelr scope species found enabiled by the
Examingr or the Board's Decision. For sstample if a claim has twa
glements A and B where A is old and B is new of novel, |t is necessary for
the patent application to desanbe how to maks B, the patent apphcation
cannet rely on what is known 1o a person of skill in the art 1o make B bt
can rely on what s know 1o @ person of skill in the art to make B. Inthe
presert gpplication some of the superconducting elements will be made of
old materials., Only routing {old) testing need to be done to scresn for
them or {o determine if they have the desired superconducting property.
QOthers will have 1o ba made by the {old) known principlas and testad by the
old routine testing described in Appeliants’ Specification to determine i
they have the high temperature superconducting propsrty. This analysis is
supportied by Genetech which stales

a spacification need not disclose what s well known in the
art, See, &.g., Hybritech Inc. v. Monocional Antibodies, Inc.,
802 F.2d 1367, 1385, 231 U8 P.Q. {(BNA) 81, 84 (Fed. Cir.
14988} However, that general, oft-repagted statement is
merely a rule of supplementation, not 8 substitute for a basic
enabhng disclosure.

Genentech Inc. v, Novo Nordisk &S 108 F 3d 13811388
{Fed Cir 18079

The novel aspect of the invention is not the method of making the material,
not the method of testing the material and not the materials. The novel
aspect is having a To greater than or equal 10 26 K. For example, the
Schuller article refers to MgB; which was made more thatn 30 years before
Appellants’ discovery. it just ad {0 be tested by method know since 1811,
Appeliants note that the Board's Deacision relies on the statement "R is
the Specification, not the knowledge of one skilled in the art, that must
supply the novel aspects of an invention in order to constitute adequate
enablament”. Genentech, 108 F.3d at 1386, but does nat identify what the
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Baard considers o be the novel feature. It s not possibie for Appellant o
raspond without knowing what the Board considers to be the novel featurs.
Appeliants request that the Board grant Appellants’ request to recpen
prosecution and state what the Board considers the noval aspect {o be.

29, Section
The Board Decision af page 30.line 6-13, are directed {0 the "Examiner’s
first enablement Statement.” BD page 30, lines 6—13 slates

The First Statement involves the Examiner's acknowledgement that
artisans using known principles of ceramic fabrication would be
abile 1o make known superconductive compositions, However, the
clgims under review are not limitad to ceramic compositions {L.e.,
compaositions which can be made using known principles of ceramic
fabrication}. More imporiantly, it is Appellants’ Specification, not the
knowledgs of ona skiled in the ar, that must supply the novel
aspects of an wvention in order 1o constitute adequate enablement.
Genantech, 108 F.3d at 1366,

Ag statad above Appeliants note the Board's Deacision doas not identify what
the Board considers the novel aspect of Appsaiiants’ invention to be. Thus
Appeliants cannot adequately respond to the board's commants and i view
thereof as requested above Appellants request the Prosecution be
reopened. The CAFC clarfied Genetech stating:

Qur ruling in Genentech, Inc. v. Novo Nordisk, A/S, 108 F.3d
1361 (Fed Cir. 1997}, is not to the contrary. Although extrinsic
gvidence cannot be used {o supplement a non-enabling
specification, such evidence can shed hght on whether the
specification is dself enabling.

Phamu Res Ine v Roxane Labs. Jne L83 Fed Apo 28 3

Tan Oir ONAT
{F 83 CE?. PARCT
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Thus extrinsic evidence can be used (o show that the specification is
enabling. Ths exiensive evidence Appellants have submited inthe
prosecution of theilr application is just for this purpose that is 1o show that a
very large varied on a materials can be made by the methods described in
their Speacification. This is unrebulted This extensive evidence has not
besn used {o supply missing information necsssary o made the "novel
feature.

The passage quoted above from the Board's Decision states "the
claims under review are not limited 1o ceramic compositions {i.e.,
compasitions which can be mads using known principles of ceramic
fabrication).” Appeliants respectiully disagres. The following claims recile
that the high Te element of the claims from which these claims depend “can
he made according 1o known principles of ceramic science” or similar
racitation: dependent claims 322 to 360, 414 10 427, 436, 453 to 455, 473 1o
475, and 484 {0 491 and independeant claim 522, Of these claims the
following are allowed by the Examiner, 330, 335, 336, 346 and 358, Most of
the dependent claims are in multiple dependent form.. The Board's
Decisions reversad the Examiner's rejection of parts of the other multiple
dependent claims. Others remain with the Examiner's rejactions not

revarsad.

in addition,

s independent claims 59 is directed {0 "a ceramic like material” and

« independent claim 374 is directed {0 "a material comprising a

ceramic characteristic.”.

Depeandent claim 351 depends from claim &9 and states that the “ceramic
like material” “can be made according to known principles of ceramic

science.”
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Dependant claim 419 depends from claim 374 and states that the “the
material comprising a ceramic characteristic” “can be made according

to known principles of ceramic science,”

Some of these claims are listed below.
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rize websile
the following announcement of Appellants award of the 1887 Nobel Prize

Appsiiants note that at this web sddrass of the Nobs!

il Soobelorize arginebel prizesiohysiosfisu
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car he found.

This states that the 1987 Nobel Prize was awarded 1o Appellants “for thelr
important break-through in the discovary of superconductivity in ceramic
material.” The Board's Decision does not find enabled a claim
commensurata in scope with the coninbution for which they were awarded
the Nobel Prize
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CLAIM 58 A combination, comprised of.

3 ceramic-like material having an onset of superconductivity at an onset
temperature greater than or equal to 287K,

means for passing a supsreonducting electrical current through said
ceramic-ike material while said material is maintained at a temperature

greater than or equal to 26°K and less than said onset temperature, and

maans for cooling sawd suparconducting ceramic-tke materiat to &
superconductive state at a temperature greater than or equal to 26°K and
less than said onset temperature, said material being superconductive at
{empergtures below said onset temperature and a ceramic at temperatures
above said onsat temperature.

CLAIM 351 A combination according to claim 89, wherein said

ceramic-like material can be made according to known principles of

GLAIM 374 A combination, comprised of

a material comprising a ceramic characteristic comprising an onset of

superconductivity at an onsat temperature greater than or equal to 26°K,

maans for passing a supsrconducting electrical current through said
material comprising a ceramic charactenstic while said material is
maintained at a temperature greater than or squal to 26°K and less than
said onset temperature, and
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means for conling saud superconducting material having a ceramic
characteristic to a superconductive state at a temperature greatyr than or
aqual 10 26K and less than said onset temperature, said material being
superconductive at temperatures below said onset temperature and a

ceramic at temperatures above said onse! temperature.

CLAR 418 A combination according to claim 374, wherein said material

can be made by known principles of ceramic science.

L 4
CLAIM 522 An apparatus comprising:

a superconduchve current carrying elemant comprsing a 1, greater than or
equal o 26 "K

said superconductive current carrying slement comprises a

composition that can be made according to known principles of

ceramic scisnce.

L
CLAIM 438 An gapparatus comprising @ means for conducting a
syperconducting current at a temperature greater than or equal to 267K and
& maans for providing an slectric current 1o flow in sawd means for
conducting a superconducting current.

CLARI 453 An apparatus sccording 1o anvone of claims 438, 439 or 440,
wherein said means for conducting a superconducting current can be

made according to known principles of ceramic science.

30. Section
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The Boards’ Denison &l page 34, lines 14-23 is directed to the
Examiner's Second Enablement Siatemernt. Ths Boards Decision stale at
page 30, lines 20-23

Contrary to Appellants' presumption, a reference such as the
Asahi Shibum article nsed not be enabled in order to quakfy as
prior art for the purpose of determining obviousness under §
103, Symbof Techs., inc. v. Oplicom, Inc., 935 F.2d 1588, 1578
{Fed. Cir. 1981).

Appeliants do not disagree with this statement since it is consistant with

what Appellants stated. For the Asahi Shibum aricle to render Appeliants’
claims obvious even if It ig not enabling itself a person of ordinary skill in the
art must ba able o practice the inventon that is considered obvious. The
missing information must come from some where else such as other
documents or from what is know 1o 8 person of skill in the arl. The
Examiner rejected the claim over the Asahi Shibum Article glone. Thus i
was and still is the Examiner's visw that nothing mare than knowing that a
material was discovered having the high To property was sufficient for a
persans of skill in the art o practice Appellants’ claimed invention to their full
scope. The Boards Decision agrees with Appellants. Once the "novel
feature” - the high T¢ properly ~ was disclosed every parson of skill in the
art kKnew how 1o make more of them. Thus the Board's Decision agrees
with Appsilants that how 1o make and test species was sufficient o find ail
other high Ty, materals. withouwt providing more information than is
cotained in Appsilants Specification. This is what Appeliant said at BV
page 158, first sentence of the last paragraph “Thus in the Office Action of
7-30-98, the Examingr is effectively stating that everything within Applicants’
non-alicwed claims rejected under 35 USC 103 over the Asahi Shinbum
article alone can be practiced by a person of skill in the art with what s
faught in the Asahi Shinbhum article in combination with what is Known o a
persan of skill in the art.” Something which is obvious cannot be not
enabled at the same time. The Board’s Dacision agress with this. The
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United States Suprems Court agrees with this in Loom v Higgins. Ses BV
page 238.
31. Bection

The Board's Dacision in the paragraph bridging pages 30 and
31 is direcied {o the Examiner's Third Enablement Statement. Appellants
disagree with the Board's statement that they see no merit in this argument.
The Schuller Article refers to MgB, which was made more than 30 years
priot 1o Appellants’ discovery. 118 high T, property is inherent. . There is
nothing novel about making it ant testing it Thus persons or ardinary skift in
that art are enablad to make and test . From the Shuller article it was
found 1o have the high T property motivated by Appeliants discovery. #
has a layersd structure an afiribute taught by Appellants’ specification. This
is similar {o the reasons Wentified under the Examiner's Third Enablement
Statement that Appellant was denied claims to the chemical compositions
disclosed in their Specification, that is they were enabled by prior art
structures dentified by the Examiner.

32.Section
The Boards' Decision at page 31, lines 9 {o page 32 line 2, is direcisd o the
Fourth Enablement Statement. BD paragraph bridging pages 31 and 32
states in regards to the Examiner's Fourth Enablement Statemaent:

We do not agree with Appellants that the Examiner's
statement constitutes the above-quoted acknowledgement.
Further, wa do not agree with Appellants that the meare
sapabilty o make and test compositions encompassed by the
claims under review satisfies the enablement requirement.
Rather, enablement requires the Specification {o teach thass
skilled in the art how {0 make and use the full scope of the
claimead invention without undue experimentation whereinit is
tha Specification, not the knowledge of ona skilled in the art,
that must supply the noval aspects of an invention in order to
constitute adeguate enablement. Genentech, 108 F 3d at
13651368,
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Appeiiants disagree with this statement. Appeliant respectiully summils it is
an error of law. The Examiners Fourth Enablement Statement
acknowledges thal persons of skil in the art know how o conirol the
matarnal s they fabricate through their acknowledged high level of skill {o, as
stated in the Schuller Enablemetn Statement, systematically fabricate and
{ost materials {0 determing without undue experimentation whether they
have the desires high Te property.  According to the CAFC in in re Wands
{BV1 pages 125-128), the CCPA In In re Angstad! (BV1 pages 76-80), and
the United States Supreme Court in Mineral Separation v. Hyde{BV1 pages
228-237% Each of which states the routine screening satisfies the
enablement requirement. This is the controlling precedent. As stated shove
the manner in which the Board's Decision is applying Genentech s an erroy
of law. As stated above the Board's Decision does notf identify what
considers 1o be the "novel aspect” of Appellants claims. Appsliants
tharefore cannot properly respond {o this commaeant. Appallants are not
relying on knowledge of persons of skill in the art for the novel aspect {as
defined above by Appellants) of their swention and as staled above thers is

of their claims

33. Section

The Board's Decision at BD page 32, ines 5-11, comments on
the Pool 1888 Enablement Statement. (BV3 pages 6-8).  The Poole 1888
Enablement stalement is independent corroboration of the truth of the
feaching of Appellants’ Specification. The imphication of Board's Decision is
that Appeliant is relyving on Poole 1988 to supply novel aspact of Appaliants’
claimed wwention. This is an grror of fact. Since the Board's Decision does
not define what the & means by this, the Board's Decision & inconclusive.
it is Appellants’ position that the statemant of the Board' Decision “{a]
gxplained earfier, the capability of an artisan o fabricale such materials is
by dself inadaquate o establish enablement’ is for the reasons given above
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an arror or law. This statement implictly requires the all speacies that coms
within tha scope of a claim must be known in advance for acclaim to be
enabled. This is an ervor of law. Appellants have cited numerous decisions
tegal authority} that clearly state that all species that come within the scops
of & claim doe not have {0 be foreseen {0 satisfy enablement. Hfis
Appeliants’ position that the statement of the Board's Decision “this
capability relates 1o the knowledge and skill of an arlisan rather than to the
reguirement that a Specification supply the novel aspects of a clawmsd
invention in order to provide enablement. Genenlech, 108 F.3d at 1366."
Again the Board's Decision does not define what i means as the “novel
aspect” of Appellants’ claimed invention. Thus this stement is an error of
fact, inconciusive. and an arror of jaw.

34. Section
The Board's Decision at BD page 32, knes 12 to page 33, fine

1806 Enablement Statement Enablement Statement (BV3 pages 6-8}
which states:

The Poole 1985 and 1980 enablement statements involve
confirmation that high temperature supgreonduclons possess
characteristics disclosed in Appellants’ Specification such as
mataliic, perovskite-like, mixed-valence, and layered structure
characteristics. While i is frue that the Specification associates
thessa characteristics with Appellants’ invention of mixed fransition
metal oxide superconductors, the Specification also associates
these same characteristics with prior art supserconductors. See the
Background Art section of the Specification whersin prior art
superconductors are described as metallic {Spec. para, bridging 1~
2} perovskite-like (Spec. para, bridging 3-4) which includes a
layered structure, and mixed-valence {id ). We do not see and
Appellants do not explain why enablement is evidenced by the fact
that the same characteristics are exhibited by superconductors
known in the prior art and the superconductors disoovered by
Appellants. In any event, we again remind Appellants that £ is the
Spacification, not the knowledge of one skilled in the art, that must

Appeaal No. 2008-00332 Page 101 of 120 Serial Noo. 084739810



supply the novel aspects of an nvention in order {o constitute
enablement. Genentech, 108 F 3d at 1368

in the paragraph quoted above the Board's Decision states “{wle do not see
and Appellants do not explain why enablement is evidenced by the fact that
the same characteristics are exhibifed by superconductors known it the
prior art and the superconductors discoverad by Appeliants.” Appelfants
have not provided the referenced explanation since this has never besn
made an issue in the prosecution of this application. For the first time this
is being raised in the Board's Decision. Appellant should not be required to
respond o such a question in a8 Request for Rehearing. Appellants request
that the Request to Reopen Prosecution be granted so that new factual
ngquiries  and questions such as these can be properly responded to during
prosecution. Enablement is evidenced by the fact that the same, sinilar or
refatad charactarstios are spthibited by superconductors known in the prior
art and the superconductors discovered by Appsliants because this shows
that the behavior of the materials sither superconductive or not
superconductive are undarstood and their behavior is thus prediciable and
determinable. This is what establishes or evidenceas enablement, This
also evinces or established how species are selected o make an test for
the desired high T property. The quoted passage above again quotes “[iin
any avent, we again remind Appeliants that it is the Specification, not the
knowledge of one skilled in the art, thal must supply the novel aspects of an
invention in order 1o constitute enablement. Genenfech, 108 F 3d at 1366,
The full citation from Genetech is

the omission of minor details does not cause a specification to
fail {0 meest the enablement requirement. However, when there
is no disclosure of any specific starting material ar of any of the
conditions under which a process can be carried out, undue
experimentation 1s required; thers is a fallure 1o mest the
gnablement requirement that cannot be rectified by asserting
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{hat all the disclosure related to the process is within the skill of
the art. It is the specification, not the knowledge of one skilled in
the art, that must supply the novel aspscts of an invention
order to constitute adequate enablement. This specification
provides only a starting point, a direction for further ressarch.

Genendsch, ne. v, Nove Nordisk AS 108 F 3d 1381 1388
{Feg O 1889

The Board's Decision repeatedly quotes the same passage leaving out
“when there is no disclosure of any specific starting maternial or of any of the
conditions under which a procass can be camied out, undue
sxperimentation is required.”  Genetech does not state that this
disslosure in the specification is requirad for every species that could come
within the scope of the claim in order 1o establish enablement. This g the
way the Board's Decision is applying this language. This is legal error. . in
Genelech there was no species the came within the scope of the claim
under review that salisfied this language. As staled above for every claim
for which the Board's Decision has not reversed the Examiner's rejection
there is disclosure of spacific starting material and of the conditions under
which a process can be carried oul. Thus there is no undue

sxpearimeantation required.”

38. Bection
The Board's Decision at BD page 33, ines 4-8, comments on
the Schuller Enablement SBtatement (BV3 pagss 8-8) and the Poole 1886
Enablement Statement Enablement Statement which stales:

Appellants also rely on the so-called Schuller enablement
statement as evidence of enablement (App. Br., vol 3, p. 88}
This statement concemns Schuller's above-discussed
disclosurs that the process of superconductor discovery
includes, for example, the use of intuition. We have previcusly
sxplained why this disclosure does not establish pradictability
in the high temperature superconductior art. For analogous
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reasons, Schuller's disclosure fails 1o evince enablament for
the claims i this subsection.

As stated above Appellants submitied the Affidavit of Newns {Brigf
Attachmeant AP) to comment on the Schuller Article.  the Examiner made no
carmnments on he Affidavit of Newns {(Brief Altachment AP} Specifically the
Examiner did not state "Schuller's disclosure fails {o evince enablement” for
any of the claims  The new reason fro rejection is being made for the first
time in the Board's Decision. Appeliants reguest that the Board grant
Appellants’ Request o Reopen prossaution so hat Appeliants will have the
proper opporiunity 1o respond in prosecution and o that they will not be
require to respond o this new argument for the first time in a2 Request for
Rehearing. Appellants have submilted herawith the Second Affidavit of
Newns o explain "intuition” as described abova.

38. Section

The Board's Decision at BD page 33, line 10 to page 34, iine 3,
comments on Appellants additionally raly on the affidavits of record by Mitzi,
Dinger, Tsuel, Shaw, Duncombe, Newns, and Bednorz (See App. Br., vol. 5,
Evidence Appendix, Attachmants AH to AR). BD page 33, line 13 &b page
34, lined, states:

The Newns and Bednorz affidavits do not support Appeliants’
snablement position for the same previously-given reasons
that they do not suppaort Appeliants’ predictability position. The
remaining affidavits share common deficiencies. The Shaw
affidavit {App. Br., vol 5, Evidencs Appendix, Attachment AM)
is Hustrative. In this affidavil, Shaw states that persons of
ordinary skill in this art are capable of fabricating ceramic
matenals exhibating high temperature superconductivity by
using principles of ceramic fabrication known in the prior ant
{seg e.g., paras. 8 11, 48, 50). Such statements do not evince
enablemant for reasons explained earlier. That is, all the
claims under consideration are not limited to high temperature
supsrconductive ceramic materials. Moraover, it is the
Specification, not the knowledge of one skilled in the art, that
must supply the novel aspects of an invention in order o
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constitute adequate snablement. Genenfech, 108 F.3d at

1386. The affidavits relied upon by Appellants do not explain

how the Specification supplies novel aspects of Appellants’

nvention 1o thereby enable the full scope of the claims under

consideration.
As stated above the Examiner duning prosecution, n the total Final
Action, or the Examiner's Answer made no comment the Affidavils of
Tsui, Dinger and Shaw (Brief Attachments AM, AN and AQ) oronthe
Affidavit of Newns {Brief Attachment AP) of on the Declaration of
Bednorz (Brief Attachment AQ}. The Board's Decisioncites . The
passage quoted above siales: "[tihe Newns and Bednorz affidavits do
not suppart Appellants’ enablement position for the same previoustly-
given reasons that they do not support Appellants’ predictability
postion.” Appellants disagrae for the same reasons given in response
{0 the new reasons given in the Board's predictability position.  This
comment s made for the first time in the prosecution of this
application in the Board's Dedision. The Examiner made no comment
at ali on these affidavits. Appellant request that their Request to
Raopen Prosacution be granted so that they can properly raspord 1o
thesa comments in prosecution. Appellants should not ba required for
the firs fime to respond o such commants in a8 Request for Rehearnng.
The passage quoted above states “[tihe remaining affidavils share
common deficiencies. The Shaw affidavit . s llustrative. In this
affidavit, Shaw states that persons of ordinary skill in this art are
capable of fabricating ceramic materials exhibiting high temperature
superconductivity by using principles of ceramic fabrication known in
the prior art .. Such statemanis do not evince anablement for raasons
axplained earlier. That is, all the claims under consideration are nit
imited {o high temperature superconductive ceramic materials.” This
compneant is made for the first time in the prosecution of this
application in the Board's Decision. The Examiner made no comment
at all on these affidavits. Appellants request that ther Requestio
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Reopen Prosecution be granted so that they can properly respond to
thess commants in proseaution. Appellants should not be required for
the firs time 1o respond o such comments in a Request for Rehearing.

Appsilants note (see Indial Comments at page 2 at the beginning of this
paper) the following claims recite that the high T¢ element of the claims from
which these claims depend "can be made according 1o known principles of
ceramic science” or similar recitation: dependent claims 322 to 360, 414 {o
427, 435, 453 to 468, 473 10 475, and 484 to 481 and indepeandernt claim
822, I addition,

+  independent claims 59 is direclted (0 "a ceramic like material” and

+ independent claim 374 is directed {0 "a material comprising a

ceramic characteristic.”.

In the passage quote sbove the Board's Decision again states " is
the Specification, not the knowledge of ane skilled in the art that must
supply the novel gspects of an wwention in order {0 constifuie adegquats
enablement. Genentech, 108 F 3d at 13667 As noted above the way in
which the Board's Decision applies Genentech , in particular the specifically
citad passage 8 an error of law.

Iy the passage quote above the Board's Decsion states “fthe affidawis
rafied upon by Appellants do not explain how the Specification supplies
novel aspedts of Appellants' invention to thereby enabile the full scope of the
claims under consideration.” Appeliants not the Examiner never raise d this
issue in prosecution, the Total Final Action or in the Examingr's Answer.

This issue is being raised for the first ime in the Board's Decision.
Appeillants request that their Request to Reopen Prosecution be granted so
that they can properly respond {0 these commaents in prosscution.
Appellants should not be required for the firs time o respond to such
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cammants in 8 Reguest for Rehearing. Morsover, the Board's Denision
doas not define what it maans by the "novel aspect” Thus Appeliants
camnot respond o this comment. Appellants request the Board 1o grant
Appellants Raeguest fo Reopen Prosecution and provide a construction of
the “novel aspect” so that Appeliants can respond o this comment. i the
Examirer did not ask for this in prosecution then the Examiner dud not
make a prima facie showing of lack of enablement.  To the extent that is
being asserted for the first time and #t is required then a prima facie
showing is being made for the first time by the Board's Decision.
Appeaillants axplainad above what the believe is the novel aspact, that is
that material have a T grate than or equal 10 26 K. Such material can be
made and tested according to the teaching of Appeliants’ Specification to
the full scope of the claims. . This is not disputed,. Thus Appellants’ claims
are anabled to their full scope.

37.8ection
. The Board's Decision at page 34 lines 4-15, siales:

in light of the foregoing, the arguments and evidence
prasentad by Appsilants in this appeal have jittle if any
value in establishing that, on the original application filing
date of 22 May 1987, a skilled sciantist in this art would
have believed reasonably that Appellants’ high
temperature superconductivily success with the mixed
transition metal oxide materials discussed above could be
extrapoiated with a reasonable expeciation of success o
other matenials. See Whght, 989 F.2d at 1564 ("Wright has
failed to establish by evidence or arguments that, in
February of 1883, a skilled scientist would have believed
reasonably that Wright's success with & particular stran of
avian RNA virus could be extrapolated with a reasonable
gxpectation of success {o other avian RNA viruses").

Appsitants disagree with is conclusion.  As stated above in in re Wright only
one example was disclosed and there was evidence that years after Wrights
rwvention parsons of skill in the art were haring difficulty making other
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spenies. As siated above thers is not such svidence in the presant
Application.  There is no sxample of g high T, superconductor that cannot be
made and lested following the teaching of Appsilants’ Specification to
determine if the species has the desired property. |t s undisputad that
persons of ordinary skill in the art had a reasonable expeciation of succass of
making and testing species. This art is well understoad and the many legat
authorities cited in Appeliants’ Brief and Appellant's Replies clearly stale the
all known species that come within the scope of a claim do no have o be
know i advance. Enablement does not require inventors to predict or
foresse “every conceivable and possible future embodiment of [their]
invention” at the time the application is filed, as stated in Rexnord Corp. v
Lastram Corp (Supra) The Board's Decision has not responded {o these
legal authorities, The Board's Decision continually relies on agplying

Genefech in a manner which is an arror of law as stated above.

38. Bection

The Board's Decision at BD page 34 lines 13-23, commenting on
legal precadent cited by Appellants states:

Appeallants rely on numerous legal authorities iy support of
thelr enablement viswpoint. For the most pad, however,
these authorities and Appellants’ arguments regarding
them are not concemned with the pivotal question of why
Appeilants’ Specification would have led an artisan to
reasonably believe that Appeliants’ success with the
previously noted mixed fransition metal oxides could be
extrapolated with a reasonable sxpectation of success fo
the other matenals embraced by the claims of this
subsection. Nevertheless, it is important that we cladly
misimpressions created by Appeliants’ arguments
regarding certain legal authorities.

Appsiiants respectiully disagres that the legal authorities cited by Appellant
and their arguments regarding them “would have led an artisan (o

reasonably believe that Appellants’ success with the previously nofed mixed
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{ransition metal ooudes could be extrapolated with a reasonable sxpeciation
of success to the other matenals embraced by the claims of this
subsaction” Initially the Examiner never raised this issue in prosecution, in
the Total Final Action or in the Examiner's Answar. Appsilants responded to
avary argumeant and reason for rejection raised by the Examiner. The Board
for the first time s raising this ssue in the Board's Decision. Appellants
should not be required {0 respond to this commant in a Request for
Rehsaring. Thus Appellants request the ther Request to Reopen
Prosecution be granted.  To the exiend that is essential to establish
enablemant by showing that Appellants’ Specification "would have led an
ariisan (o regsonably believe that Appellants’ success with the previously
noted mixed transition metal oxides could be extrapolated with a reasonable
axpectgtion of success o the other materials embraced by the clams of this
subsechon,” the Examiner's falurs 1o raise ths issus in prasecution or at the
latest in the Final Action, msans that the Final Action has not made out g
prima facie case of jack of enablement Thus a prima facie case of lack of
snablement which is baing made for the first time in the Board's Dacision
and Appeliants” Reguest to Reopen Prosecution should be granted.

Appeliant disagress that the have creatad misimpressions regarding
cerfain legal authorities.

38, Bection

The Board's Decision at BD page 34 line 24 to page 35, 3 lines from
the bottam, are directed to the Board's comments on in re Fischer, 437 F.2d
833, 838 (CCPA 1870},

For purposes of clarification of the record Appellants note in the last
paragraph at RB page 18 states:

Applicants discovered that ceramic materials are
superconductors. Their work lead and leads others o ook for
other species. Applicants’ evidence shows that those others
used Apphcanis teaching o determine those species. Thus
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fallowing Inre Fisher “It s apparent that such an inventor should
be allowed {0 dominate the fudure patentable inventions of others
where those inventions were based in some way on his
teachings.” (166 USPQ 18, 24) (The CAFC referred to this
statement as dictum in Plant Gaongtic Sva, v Delalh Genstics
Corg, 319 F o3d 1335, 18 (Fed, G, 20031, 85 US.P.Q.SD
{BNA} 1452

Appeliants nota the full ciiation i

PGS notes that Fisher also stated that "such an
inventor should be allowed (o dominate the future
patentable inventions of others where those
invertions were based in some way on his teachings.”
Fishar, 427 F.2d at 830, This dictum, howevar, only
sets the context for Fisher's holding that " is equally
apparent, however, that [the inventor] must not be
parmittad {0 achiave this dominance by claims which
are insufficiently supported and hence not in
compliance with the first paragraph of 35 USC 1127
id.

Olant Genetic Sve, v, Dalalb Genetics Corg,, 318
F 3 1338 1340 {(Fed, Cir, 2003

Dictum is not the holding of a decision but it s persuasive authorily. Sinces i
ig Appellants position that they have fully enabled their claims, thus dictum

apphias to them,

40.  Section
The Board's Decision from page 35, 3 lines from the bottom to page 41, ne
17 applies the 8 factors In re Wands 858 F 2d at 737 as relevantito
determining whether their Spacification disclosure enables the claims under

cansideration without undue experimentation.

BV1 page 126, lines 11-14, stale in regards o the In re Wands sight

factors:
The Examiner has not applied these factors. And in the final
rgjection the Examiner has not commented on nor rebutted
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Applicants’ analysis of the application of the In re Wands facturs
o the present application in Applicants’ Response dated
D1/28/2005 in response {o Office Action dated 07/28/2004.
Applicants have shown that

BV1 page 129, lings 14-19, stats in regards to the in re Wands eight

factors:

A conclusion of lack of enablament means that, based on the
gvidence regarding each of the above factors, the specification, st
the time the application was filed, would not have taught one skilled
in the art how ¢ make andfor use the full scope of the claimed
nvention without undus experimentation. in re Wright, 998 F.2d
1657 1562, 27 USPQ2d 1510, 1513 (Fed. Cir. 1803). Risthe
Examiner's burden o show this and the Examingr has clearly not
done so.

The Examiner's Answer did not address the gight In re Wands factors, thus
the Total Final Rejection and the Examinar's Answer did not make ot a8
prima Facis case of lack of enabile of any of the rejected claim, including
those for which the Board's Decision did not reverse the Examiner’s
rejections. For the fist time in the progecution of this application the sight in
re Wands factors are applied in the Board's Decision. Appellants should not
be reqguived i 8 Reguest for Rehearing o respond for the firsttime o an
application of the eight in re Wands factors.  In view thereof Appellants
request Wt their Request {0 Reopen Prosecution be granted so that they can
properly respond (o the application of these factors for the first ime in
prosecttion.

Al BD page 36, line 11-14, the fist In re Wand Factor {1} the quantity of
axparmentation necessary 1s applied. The Board's decision states

There is no meaningful limit to the quantity of experimentation
required by the claims in this subsection. This is because these
claims defing the recited high temperature superconductor with
a broad scope which includes, for example, any oxide (claim 12}
of any compaosition {claim 88).
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initially claim 12 and claim 88 are not the only claims for which the Board's
Decision has not reversed the Examiner reigction. The Board has only
identified tow of the broadest claims. Each has been appealed separately
and should be treated separately. The there is no meaningful imit to the
number of species i not fatal to finding of enablement.

in re Angstadt 190 USPQ 214, 218 (CCPA 1978) applies essentially the

bridging page 70-71 states
According to In re Angstadt 180 UBPQ 214, 218 {CCPA 1878} in
an unpradictable art, §112 does not requirs disclosure of a test

with every species covered by a claim. The CCPA states:

To require such a complete disclosure would apparently
necsssitate a patent application or applications with
"thausands® of examples or the disclosure of
“thousands” of catalysts along with information as to
whathar each exhibids catalytic behavior resulting in the
production of hydroperoxides. More importantly, such a
requirement would force an inventor seeking adequate
patent protection 1o carry out a prohibitive number of
actual experiments. This would tend to discourage
invertors from filing patent applications nan
unpredictable area since the patert claims would have
to be limited to those embodiments which are expressly
disclosed. A potential infringer could readily avoid
Aiteral” infringement of such claims by merely finding
anocther analogous catalvst complex which could be
used in “forming hydroperoxides.” (Emphasis Added)

Thus according o in re Angsfadt a claim encompassing thousand of species
can be enables by a small number of examples,

BV1 page 229 6Lines from the boltom 10 page 231, line 3 states n
regards io the United States Suprems Court decision in Minerals v. Hyde:

The claims found enabled are directad to "ores.” The Supreme
Court did not require the claims of the Minerals Patent {o be limited
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ta the ores that were recited in the patent. The claims include
within their scope “ores” described in the patent, ores know by
others and not described in the patent, ores not yet discovered
and, moreover, would include within their scope an ore type
materials that was not natuwrally occurring, but which could be mads
by man. The Supreme Court states as quoted above inthe
Supreme Court Minerals v. Hyde Enablement Statement "The
compuostion of ores varies infindely.” The patent applicant was nol
required to describe tha infinite variation of the ores in the patent 1o
generically claim an ore and for this generic claim {0 be enabled for
alf gres. The only specfic description in the Minerals Patent of an
org is at Col 1, lines 10 — 12 which states “This invention relates o
smprovements in the concentration of ores, the object being 1o separate
metaliferous matter,. graphite, and the ke from gangue by means of
niis, fatty acids,: or other substances which have a preferential affinity
for metalliferous matter over gangue” and st Col. 2, ines 70 - 78, “The
following is an exampls of the application of this invention to the
concentration of a particular ore. An ore containing ferruginous
biende, galena, and gangue consisting of quartz, rhodonite, and
gamet is finely powdered and mixed with water containing a fraction
of one per cent, or up 1o one per cert, of a mineral acid or acid salt,
conveniently sulfunie acid or mine or other waters containng ferric
suffate” The reason given by the Supreme Court, as quoted above
in The Supreme Court Minerais v. Hyde Enablement Statement, for
why the generic claims covering an infinite number of species were
snabled is “[the process s one for dealing with a large class of
substances and the range of treatment within the terms of the
claims, while leaving something o the skill of persons applying the
invention, is clearly sufficiently definite 1o guide those skilled in the
art 10 s successiul application, as the evidence abundantly shows.
This satisfies the law.” That thare is a large class {infinile in
rnumber} of substances within the scope of the claim that may not
be specifically described, and where the spacification only
describes g small number of prefarred embodiments, does not
render the clam not enabled. The Supreme Court clearly says
“leaving something o the skill of persons applying the nvention is
clearly sufficiently definite to guide those skilled inthe arf to its
successiul application.” Moreover, there is no certainty that the
claimed method in the Materials Patent would work for every ore
until f was experimentally determined to work for a particular ore.
This did not render the claims not enabled. Ris clear that the
Supreme Couwrt did not find that it was necessary 10 know what ores
the process workad for in advance since this was experimentally
determinable by technigues known o persons of skill in the art
fallowing the teaching in the Minacals Patent. Thus the patent
applicart of the Minerals Patent was not raquived to foresee {or
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pradict in the sanse usad by the Examiner of the present
application) all spacias that came within the scope of the Minerals
Patent clams. The same is true of the claims under appesal hersin
and rejected as not enabled.

Thus a claim wherein there 18 g large class {iInfinite in number) of substances
within the scope of the claim that may not be specifically described, and
where the spacification only describas a small number of preferrad
smbaodiments, does not render the claim not enabled.

BD page 35, line 16-19 siates:

According to Appeliants, "Applicants have shown that
the quantity of experimentation needed to make

the disclosure in the spacification s routie
experimentation” (App. Br. vol I p. 128). This
statemeant is inaccurate.

The Board's comment in regards {0 Appellants comment "This statement is
inaccurate’ is where the real inaccuracy is. According o i re Angstadt,
and the United State Suprame Court in Minerals Separalion v, Hyde a
amall number of species in an art such a that to which Appeliants’ claims
are dirgcted is sufficient {0 enable a claim that includes within its scope that
‘vares infinitely.” As a consequence this Faclor supports enablement.

Al BD page 37 lina 1-13, the second In re Wand "Factor (2} the amount of
direction or guidance presented.” is applied. In re Wands states "The lest is
not merely quantitative, since a considerable amount of experimentation is
permissible, if Uis merely routing, or if the specification i question provides
a reasonable amount of guidance with respect {o the direction i which the

T < -
{\‘

experimentation should proceed” e Wands BER F 20 731 737 {Fed Cin

12881 # is clear from In re Wands that guidance is needed only if the
exparimentation in not rautine. There is no evidence in the record that any
thing other than routine fabrication of sample by know principle is necessary
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{o make species that come within the scope of Appellants’ claims. This is
analogous to the invention in Mineral Separation v. Hyde where g few
examplas were sufficient 1o enable a board claim containing. a large class
{infinite in number) of substances. The Board's Decision make not mention
of the United Stale Supreme Court decision.. Mineral Separation v. Hyde.
Why was the broad claim permitted thers bul not here?

The Board's statement "the Specification contains no direction for making
high femperature superconduciors e.qg., see claims 12 and 88) other than the
mixed transition metal oxides™ is inaccurate. /First or all there are many
mae claim that 12 and 88 that remain rejectad and are significantly
narrower i scope than claims 12 and 88, Also all of Appellants preferred
embodiment come within the scope of claims 12 and 88. Also Secondly
the gre many thousands or already fabricated materials the merely have {0
be made by method reported in the literature and tested by known means.
The technique is all known. Tha CAFC in Genetech states:

the omisswon of minor details does not cause a specification {o
fail to meet the enablement requirament. However, when there
is no disclosurs of any specific starting matera! or of any of
the conditions under which a process can be carried o,
undue experimentation is required; there is 8 fallure (o mest
the enablemaeant requirement that cannot be rectified by
asseriing that all the disclosure related 1o the process is within
the skill of the arl. it is the speaification, not the knowledge of
one skifled in the art, that must supply the novel aspedts of an
invention in order to constitute adequate enablement. This
specification provides only a starting point, a direction for
further research.

Sanandsch e v Novs Nordisk /8 108 F 3d 1381 1386
(Fad O 1990

What the Board's Decision says is missing from Appeliants teaching ars
minor details that are not required to be listed. None of thess detaill are “novel
aspecls’ since they are known to all persons of skill in the art. The Board would
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require a patent applicant to write an encyclopedia of known information into a
patent application o get a claim of broad scope.  Genstech say this is not
NECessary.

As a conseguence this Factor supports enablement.

At BD page 37 lines 14-24, the third In re Wands Factor (3) the
presence or absence of working examples: is applied. The Board’s decision
states "that the Specification examples are limited to the mixed transition
metal oxides discussad in subssaction L Under these circumstances, & non-
snablement conclusion is supported by Factor (31" In Minsral Separation v,
Hyde only a small numbser of examples were sufficient to find enabled a
claim 1o the genus "ore.” The facts in the present application are not
different. There is no evidencsa in the record that persons of ordinary skill n
the art had or have any difficully in making and festing species. Justas inln
re Wands, in re Angstadt and Miner Separafion v. Hyde only routing
sCreening is required which justiies finding broad claim enables. The
Board's assertions {o the contrary are not based on any facts but only
conclusory statement. As a consequence this Factor supports enablement.

Al BD page 38 lines 1 -18, the fourth In re Wands Fadlor (4) the
nature of the invention: 15 applied.. Appellants maintain that the invention is
aasily practice by persans of skil in the art. The Poole 1888 Enablement
Statement is clear evidance of this. This is confinmed by the DST Affidavis.
{Brief Attachment AM, AN and AQ). This is comparabile to the invention in
Minera! Separation v. Hyde. A broad claim was justifiad there because the
invention was easily practiced.. As a consequence this Factor supports
enablement.

AL BD page 38 line 17 to page 38, line 2, | the fith In re Wands Factor

{3} the state of the prior art: 15 applied. The only evidence m the record

15 that well known methods to make species that come within the scope

of Appellant’s clanms are needed to make and test samples that come
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within the scope of Appellants” clatms. The Board's statement to the
contrary s factual error. There 1s no evidence in the record that persons
of ordmary skill 1 the art have any difficulty in making specie that
comme with in the scope of Appellants clamms. Al of the claim
subsection T inchades within their scope Appellants” specific
embodiments deseribed in their Specification. Az a consequence this
Facior supporis enablement..

AtBD page 39 line 8~ 13 W page 40ling ling 6, | the sixth inre
Wands Factor (6) the relative skill of those in the art: 1s applied. The
Board accepts Appellants defimtion of persons of skill n the art. The
skitl in the art of fabricating ceramic material is high. Testing these
materials for superconductivity is well understood. As a consequence
this Factor supports snablemsnt..

AL BD page 40, fine 7-13 the seventh I re Wands Factor (7) the
predictability or unpredictability of the art: is applied. For the reasons
given above the art of high Te superconductivity is predictable.
Appellants disagree with the Board’s position.  As a consequence this
Facior supports enablement..

Al BD page 40, line 14 to page 41, line 7 the eight In re Wands Factor
{8} the breadth of the claims: is applied.  As stated above the Board™s
Decision only selects two clamms, 12 and 88, from the many other claim
of narrower scope that remain rejected to focus on. Appellants
maintain that they are entitled to a claim as broad as their discovery.
which i3 that compounds, such as ceramics, more particularly, oxides,
metal oxides, transttion metal, etc. can carry a superconductive current
tora T, » 26 K. Finding species 15 merely a matter of making and testing

samples, Claim of this type were found enable in fn re Wands, & re
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Angsiadt and in Mineral Separation v. Hyde for sinilar reasons only
routine making and testing 1s required..  Appellants disagree with

Board s statement As g consaguence this Factor supports enablement.

Appeliants disagres with the Board's statement at BD page 40, 3 ne
from tha button to page 41 line 6. ¢

However, it 1s important to clarify that the record of
this appeal does not support Appeliants’ imphication that
the Specification discloses thew discovery with
sutficient detad to enable those skilled 1o this art to
make and use the full scope of the mvention defined by
the claims under consideration. As discussed above,
Appellants’ arguments and evidence of record have
hittle if any value establishing that an artisan would
have reasonably believed that Appellants’ high
temperatore superconductivity success with mixed
transthon metal oxides could be extrapolated with a
reasonable expectation of success 1o the other materials
encompassed by the claims of this subsection. For these
FEASONS,

This stement 1s an ervor of Law stnce following fn re Wands, I re
Angstadt and w Mineral Separation v, Hyde as apphed in Appellapts’
Brief and Appellant’s Replies Appeliants claims are enabled to ther {ull
seope.

Factor {8) evinces -enablement.

CONCLUSION

f view of Appeliants arguments in Appeliant's Brief, Appellants Replias
and this Request for Rehsaring. Appsllants request the Board to reverse the
rejection the claims for which the Board sustained the Examiner Rejections
in the Decision on Appeal for which this Request for Rehearing has been
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recuiested.. In particular, Appellants request reconsideration of claims
which remain rejected which racits that the high T element "can be made
according 1o known principles of ceramic science’ or simdar recitation.
Thess include independeant claim 522.and portions of mudtiply dependent
claims 322 to 360, 414 to 427, 438, 453 to 465, 473 {o 475, and 484 {o 4
which remain regjected. Those that remain rejected are:

328793, 94, 95

327164

339412-23, 110, 131, 133, 337-370

3344275, 310

3717

338724-26, 60-63,118, 141 143, 187, 223-224, 278, 285, 313, 320
3864126, 127

4241283, 386, 387, 389

4271402

549/406-500, 508

in addiion reconsideration {s reguestad of the following independent claims:

= independent claims 58 which is directed to "a ceramic like matenial’

and

+»  indepsndent claim 374 which is directed i¢ “a material comprising

a ceramic characteristic”

and the following dependent claims which depend therefrom.:

Dependent claim 351 depends from claim 58 and states that the “ceramic
like material” Ycan be made according to known principles of ceramic

science.”
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Dependant claim 419 depands from claim 374 and states that the “the
material comprising a ceramic characteristic” “can be made according

{0 known principles of ceramic science.”

Please charge any fee necessary to enter this paper and any
pravious paper to deposit account 09-0468.

Respectiully submitted,

Daniel P Morris/

Dr. Daniel P. Mormis, Esq.
Lead Altomey

Reg. No 32,053

{914) 945-3217

Yeen C. Tham
Reg. No 63,168
{914) 945-2939

Bt CORPORATION

intellectust Property Law Dept.

P.O. Box 318

Yorktown Heights, New York 10588
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